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In re Applicant: 

CH1NG-WU CHU 

Filed: March 26, 1987 

Serial No.: 07/032,041 

For: SUPERCONDUCTIVITY IN 



§ Conf.No.: 6143 



§ Art Unit: 
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§ Examiner 
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§ Docket No.: CIP-81297 



1751 

Mark Kopec 



SQUARE-PLANAR COMPOUND § 



SYSTEMS 



§ Customer No.: 01200 



INFORMATION DISCLOSURE STATEMENT SUBMITTED AFTER PAYMENT OF 

ISSUE FEE ON JANUARY 5. 2006 

The issue fee in this Application was paid January 5, 2006. Applicant and the University 
of Houston (collectively "Assignee") hereby disclose that in January 2006, but after payment of 
the issue fee, two individuals not named as inventors in this Application initiated a claim of 
inventorship regarding this patent application, as evidenced by the submitted communications. 
Assignee is diligently investigating this claim but, as of the date of this submission, Assignee has 
not completed its investigation. 

Respectfyjty submitted* 

Date: February 21, 2006 

Lester L. Hewitt, Reg. No. 25,685 

AKIN GUMP STRAUSS HAUER & FELD LLP 
1111 Louisiana, 44 th floor 
Houston, Texas 77002 
Telephone: (713) 220-5851 
Facsimile: (713) 236-0822 
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LESTER U HEWITT 

713.220.5S51 /fax: 713.236.0822 



February 16,2006 



Ru-LingMeng a Ph.D. 



HAND-DELI VERY/U S MAIL 



University of Houston 
Texas Center for Superconductivity 
242 UH Science Center 
Houston, TX 77204-5002 

Dear Dr. Meng: 

Thank you very much for taking the time to meet with me, Ms. Hamilton, Mr. Warren, 
and Ms. Goldman on Wednesday February 1, 2006. A$ you are aware, the law firm of Aldn 
Gump Strauss Hauer & Feld is outside counsel for the University of Houston, and the University 
is therefore our client. Because Akin Gump and I represent the University, we cannot represent 
you or Pei-Hon 

The purpose of setting up our meeting of February 1 , 2006, was to gain an initial 
understanding of your claim of inventorship of the Chu "YBCO" patent. (Serial No. 
07/032,041). We requested that the meeting adjourn before the discussion became overly 
involved because, as attorneys for the University, we concluded that your claim of inventorship 
could be adverse to the University. As we stated at the conclusion of our meeting > we 
recommend that you immediately seek the advice of your own attorney. While you can retain 
any attorney you wish, as long as the attorney does not represent the University of Houston, we 
recommend that you engage an attorney who specializes in Intellectual Property Law (patent 
law) to fully advise you of your rights. A list of attorneys specializing in IP (patent) law is 
available through the Houston Lawyer Referral Service at 713.237.9429. Also, the website of 
the Houston Intellectual Property Law Association ("HIPLA") at www.HIPLA.org contains a list 
of attorneys who specialize in the inventorship issues of concern. 

If you are considering proceeding with your claim of inventorship without an attorney, 
the University and the firm recommend that you at least consult an attorney to be certain you 
understand your rights before making that decision. 

As you can understand, this is an important issue to the University as weJl as to you. 
Thexefore, the University, intends to make a fair and complete investigation of your claims, but 
neither the University nor its attorneys can represent your interests during this investigation We 
do need to proceed diligently with this investigation. Therefore, we want to obtain from your 
attorney, if you wish to engage one, or you, any information you have that relates to your claim 
of inventorship. Please have your attorney contact me as soon as possible or if you choose to 
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pursue your claim without an attorney, please contact me directly so that the University can 
continue this investigation without unnecessary delay. Thank you. 



Very truly yours, 




Lester L. Hewitt 



cc: Dona Hamilton, Vice President 

for Legal Affairs, UH General Counsel 

John R Warreru fc 3 Associate Vice Chancellor 
for Intellectual Property Management 
Assistant General Counsel for Research 
and Intellectual Property Management 
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Pei^Hemg Hor, Ph.D. HAND-DELIVERY/US MAIL 

University of Houston 

Texas Center for Superconductivity 

264 TJH Science Center 

Houston, TX 77204-5002 

Dear Dr. Hon 

Thank you very much for taking the time to meet with me, Ms. Hamilton, Mr. Warren, 
and Ma. Goldman on Wednesday February 1 , 2006. As you are aware, the law firm of Akin 
Gump Strauss Hauer & Feld is outside counsel for the University of Houston, and the University 
is therefore our client. Because Akin Gump and I represent the University, we cannot represent 
yon or Pei-Hor. 

The purpose of setting up our meeting of February 1 , 2006, was to gain an initial 
understanding of your claim of inventorship of the Chu "YBCO" patent (Serial No. 
07/032,041). We requested that the meeting adjourn before the discussion became overly 
involved because, as attorneys for the University, we concluded that your claim of inventorship 
could be adverse to the University As we stated at the conclusion of our meeting, we 
recommend that you immediately seek the advice of your own attorney While you can retain 
any attorney you wish, as long as the attorney does not represent the University of Houston,, we 
recommend that you engage an attorney who specializes in Intellectual Property Law (patent 
law) to fully advise you of your rights. A list of attorneys specializing in IP (patent) law is 
available through the Houston Lawyer Referral Service at 713^37.9429. Also, the website of 
the Houston Intellectual Property Law Association CBIPLA") at www.HIPLA.oxg contains a list 
of attorneys who specialize in the inventorship issues of concern. 

If you are considering proceeding with your claim of inventorship without an attorney, 
the University and the firm recommend that you at least consult an attorney to be certain you 
understand your rights before making that decision- 

As you can understand, this is an important issue to the University as well as to you. 
Therefore, the University intends to make a fair and complete investigation of your claims, but 
neither the University nor its attorneys can represent your interests during this investigation We 
do need to proceed diligently with this investigation. Therefore, we want to obtain from your 
attorney s if you wish to engage one, or you, any information you have that relates to your claim 
of inventorship. Please have your attorney contact me as soon as possible or, if you choose to 



1111 Louisiana Street / 44th Floor f Houston, TX 77QQ2-520Q / 713-220.5800 / Tax: 713.236.0S22 i altln9ump.c0m 

0SH5J.O0M WEST 3&72H10v! 



PAGE 11/15* RCVD AT 2/22/2006 4:37:22 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/28 * DNIS:2738300 ' CSID:7132360822 1 DURATION (mm-ss):0M0 



02/22/2006 l5:.3fi FAX. 7132360822 



AKIN GUMP HOU 



H1012 



AKIN GUMP 

STRAUSS HAUER & FBLDup 

1 ■miror Attorneys av La** 



Dr, Pei-HemgHor 
February 16, 2006 
Page 2 



pursue your clan* without an attorney, please contact me directly so that the University can 
continue this investigation without unnecessary delay. Thank you. 



Very 




Lester L. Hewitt 



cc: Dona Hamilton, Vice President 

fox Legal Affairs, UH General Counsel 

John P. Warren, Jr., Associate Vice Chancellor 
for Intellectual Property Management 
Assistant General Counsel for Research 
and Intellectual Property Management 
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Hewitt, Lester L. . - 

Prof. Ching-Wu Chu [Chlng-Wu.Chu@mail.uh.edu] 
Wednesday, February 15, 2000 9:53 PM 

Hewitt. Lester L; dghamilton@uh.edu; jwarren@uh,edu; allan J. Jacobson 
Fwd: HTS patent 

Hi - FYI- Paul 



Sent: 
To: 

Subject: 



iDate: Wed, 15 Feb 2006 17:30:07 -0600 

>Frora: Ruling Meng <Ru -Ling .Mengfcmail. uh.edu > 

> Subject: hts patent 

>X - s ender : rraengt&ma i 1 - tih . edu 

>to : Gwctin^uJh, . edu 

>X-Mailer : QUALCOMM windows Eudora Version 5.0.2 
>X-PMJ£- Version: 4 . 7 . 1- 128075, Antispam- Engine 2.3.0.0, 
> Ajati spam-Data: 2006-02.15.150605 

> 

>Dr. Chu, 
> 

>Tlir6e waaks ago Pei Hor and I f ound out that you are the only person as 
>±nventor in the U.H HTS patent- We were shocked, disappointed and 
>angry. We think the invention should be our joint effort. Therefore we 
^went to talked to John P. Warren the Associate Vice Chancellor for 
>Intellectual property Management and let him know that we are fully 
> justified as this patent's inventors. We required and deserved fair 
>treatment. On £eb, 9th Dr. tfacobson talked to me about this issue and 
>he said you said that P^i and I are not the same case and should be 
>treated differently. He said that you are willing and prepared to 
>coira?eiisate me as recognition for my contribution to the HTS invention* 
3-He asked me to contact you. 
> 

>Regards , 
> 

>Ruling 



1 



PA(£ 13/15 * RCVD AT 2/22/2006 4:37:22 PM [Eastern Standard Time] * SVR:USPTO-ff XRF-6/28 ' DNIS:2738300 * CSID;7132360822 * DURATION (mriHSliOMO 



